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REMARKS 

Response to Claim Rejections Under 35 U.S.C. §1 03(a) 

Claim 1 was rejected by the Examiner under 35 U.S.C. 103(a) as being 
unpatentable over Carter (U.S. Pat. No. 4,863,470) or Sinaiko (U.S. Pat. No. 

3,341,417), Fulton, III et al. (U.S. Pat. No. 6,270,464), and further in view of Voegele et 
al. (U.S. Pat. No. 6,220,248). However, none of the references suggest a plurality of 
separate marker bodies configured for delivery to a biopsy site through a delivery 
cannula. As used herein, the term "separate" refers to a state of being unconnected or 
unattached. See Figures 4-6. The only cited reference referring to a plurality of marker 
elements within a delivery device is Voegele et al. which describes a plurality of metallic 
elements that are secured together within the tubular member of the device. The 
connection between the metallic elements must be broken to deploy the marker element^ 
out of the delivery device into the bioopsy site. The plurality of marker elements within 
the cannula of Voegele et al. are connected not separate. Therefore, because the 
combination of references put forth by the Examiner does not include every feature of 
the rejected claim, the combination of references cannot render obvious the claimed 
invention. 

Claims 35-43, 50-52, and 55 were rejected under 35 U.S.C. §1 03(a) as being 

unpatentable over Fulton. Ill et al. (U.S. Pat. No. 6,270,464) in view of Yamamoto (U.S. 

Pat. No. 4,847,049) and further in view of Voegele et al. (U.S. Pat. No. 6,220,248). 

These claims have the feature of binding a metallic ion to the material of at least one 

marker body of a plurality of marker bodies for the purpose of radiographic detection 

thereof. Yamamoto binds a metallic ion to collagen to prevent a bacterial or fungal 

infection. The reference is silent at to the radiographic detection. Moreover, there is no 
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suggestion in Fulton, 111 et al. or Voegele et al. to combing the references as contended 
by the Examiner. Fulton, III et al. is designed to eliminate metallic clips, so it in effect 
teaches away from the teachings of Voegele et al. Fulton, III et al. makes reference to 
a radiopaque marker but no description is given as to the nature of the radiopaque 
marker, i.e. whether it is an individual element or whether it is radiopaque material 
incorporated into the marker. The only description regarding radiopacity in Fulton, III et 
al. is found in the specification of the earlier filed provisional application which makes 
reference to incorporating iodine into the marker body. Voegele et al. fails to make any 
suggestion of combining the teachings of Voegele et al, namely multiple marker 
elements with the teachings of Fulton, III et al. and the Examiner has given no rational 
with respect to combining the teachings of these references. The Examiner has not met 
the requirements of 35 U.S.C. §1 03(a) regarding the combining of references. 

Claims 44, and 55, 53, and 54 were rejected by the Examiner under 35 U.S.C. 

§1 03(a) as being unpatentable over Fulton, III et al. (U.S. Pat. No. 6,270,464) in view of 
Voegele et al. (U.S. Pat. No. 6,220,248). The arguments above regarding the 
patentability of clairhs 35-43, 50-52, and 55 would be applicable to the Examiner’s 
rejection of claims 44, 53 and 54. 

Claims 45-49 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Fulton, III etal. (U.S. Pat. No. 6,270,464) in view of Yamamoto (U.S. Pat. No. 

4,847,049) and further in view of Voegele et al. (U.S. Pat. No. 6,220,248). However, the 
arguments above for claims 44, 53 and 54 would likewise be applicable 

Response to Double Patenting 
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Claims 35-38 and 44-55 are provisionally rejected by the Examiner under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 31-65 of co-pending Application No. 10/719,448 (now U.S. Patent No. 
6,996,433). Applicants have filed concurrently herewith a terminal disclaimer with 
respect to the ‘433 patent, so this rejection has been overcome. 

Claims 39-43 are provisionally rejected by the Examiner under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 31-65 of co-pending Application No. 1 0/71 9,448 (U.S. 6,996,433) in view of 
Yamamoto (U.S. Pat No. 4,847,049) and further in view of Voegele et al. (U.S. Pat. No. 
6,220,248). Applicants’ terminal disclaimer with respect to the ‘433 Patent should 
obviate the rejection. 

Conclusions 

Applicants believe that the pending claims are directed to patentable subject 
matter. Further consideration pursuant to the RCE filed concurrently herewith is 
respectfully requested and an early allowance are respectfully requested. 

Respectfully submitted. 
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